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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time nnay be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )n Responsive to comnnunication(s) filed on . 

2a)n This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 2 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 1^ Claim(s) 2 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required If the drawing(s) is objected to. See 37 CFR 1.121 (d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1. The cancellation of claim 1 has been acknowledged. 

2. Claim 2 is examined on the merits. 

CLAIM REJECTIONS - 35 U.S.C. § 112, SECOND PARAGRAPH 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claim 2 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

5. Specific to Une 6, the term " improvement" causes the claim to be vague and indefinite 
because the body of the claim recites steps leading synthesizing the representative set of 
compounds according the preceding steps without recites any reciting any steps for improving 
the method determining the efficient of said synthesis. Which steps of (a) through (h) is the task 
of improving being accomplished? Clarification of the metes and bounds of the instant claim is 
required. 

6. Specific to step (d), line 2, the phrase "third, etc. ordered lists" causes the claim to be 
vague and indefinite because the meaning of the phrase is not clear. Abbreviations in claims are 
vague and indefinite unless accompanied by the fiall name, usually in parentheses. Applicant can 
resolve the vague and indefinite issue by amending said phrase. 

7. Specific to step (h), the limitation of "synthesizing. . .according to the results of step (g)" 
causes the claim to be vague and indefinite because step (g) repeats steps a) through f) until all 
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clusters have been eliminated. Step (g) eliminates all clusters, therefore, what is being 
synthesized in step (h)? Clarification of the metes and bounds is required. 

Claim Rejections - 35 USC § 112, First Paragraph 

8. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

9. Claim 2 is rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

10. The instant specification discloses steps (a) to (g) of claim 2, pages 4-5, however, there is 
lack of written description basis for the exact synthesis of the representative compounds 
according to the results of step (g). It is acknowledged that the specification discloses the 
synthesis of a plurality of compounds (pages 6-21). However, the instant specification does not 
disclose the exact synthesis of the representative compounds according to the results of step (g) 
as originally filed. 

CLAIM REJECTIONS - 35 USC § 102 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

12. Claim 2 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by Terrett (1998). 
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13. Terrett discloses a method of generating (synthesize) monomers of various lengths 
wherein the common substituent is a the N-terminus amino acid being protected with a Boc or 
Fmoc group; and said monomers are divided into portions and excess monomer and coupling 
agents are removed (page 16, lines 2-9), as in steps (a) and (b). 

14. The process is repeated for a total of n times to generate the compounds of table 2.1 of 
the first order to the n"' order (page 16, line 20-21 and Table 2.2), as in steps (c) and (d). 

15. The number of compounds is obtained by the increase in the products of case x to the 
power of n (page 16, lines 20-21), as in step (e). 

16. The iterative process of Terrett demonstrates the elimination of clusters to identify the 
most active (efficient) for synthesis (pages 17-18 and Figures 2.8 and 2.9), as in steps (f) to (h). 

CONCLUSION 

1 7. Papers related to this application may be submitted to Technical Center 1 600 by facsimile 
transmission. Papers should be faxed to Technical Center 1600 via the PTO Fax Center located 
in Crystal Mall 1. The faxing of such papers must conform with the notices published in the 
Official Gazette, 1096 OG 30 (November 15, 1988), 1156 OG 61 (November 16, 193), and 1157 
OG 94 (December 28, 1993) (see 37 CFR § 1.6(d)). The CMl Fax Center number is (703) 872- 
9306. 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Dune Ly, whose telephone number is (571) 272-0716. The 
examiner can normally be reached on Monday-Friday from 8 A.M. to 4 P.M. 

19. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, Ph.D., can be reached on (571) 272-0722. 



Application/Control Number: 10/043,707 Page 5 

Art Unit: 1631 

20. Any inquiry of a general nature or relating to the status of this application should be 
directed to Legal Instruments Examiner, Tina Plunkett, whose telephone number is (571) 272- 
0549. 

^ AROIN H. MARSCHEL 



